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DETAILED ACTION 

1 . Claims 1-16 have been examined. 

Response to Amendment 

2. The Amendment filed on 1/10/2007 is insufficient to overcome the prior rejection. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1, 3, 9, 10, 12, 13, 15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Gerace (5,848,396). 

Claims 1, 10, 12, 13. A method of advertising on the Internet comprising: 

(a) grouping advertisements which can be displayed in at least one predetermined area of 
a web page; . 

(b) determining a sequence for the advertisements included in the 
groups according to predetermined criteria; 

(c) assigning channel numbers to the advertisements on the basis of the determined 
sequence; and 

(d) establishing a database to connect the predetermined areas to the groups of 
advertisements and the channel numbers (Fig. 2; Fig. 5c; Fig. .5d; col 12, lines 20-55; col 14, 
lines 45-50; col 7, lines 5-23; col 15, lines 10-15). 
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Claim 3, 15: Gerace further discloses that the advertisements are 
grouped according to advertisers or service categories (col 3, lines 4-10). 

Claim 9: Gerace further discloses that the predetermined areas are banner 
advertisement areas, bit map areas, or gif areas (col 8, lines 11-16). 

Claim Rejections -35 use §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 2, 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Gerace 
(5,848,396) in view of Mason (2002/0161648). 

Claims 2, 14: Gerace discloses the above. Gerace further discloses that content can be 
advertisement or other types of content (col 2, lines 60-67). Gerace fiirther discloses that there 
are different ad and content areas (as disclosed above). Gerace further discloses different 
categories and areas for presentation of content/information (col 7, lines 24-56; col 8, lines 13- 
32). 

Gerace does not explicitly disclose that the website has multiple ad areas each for 
different groups of advertising. 

However, Mason discloses multiple ad areas/slots each for different 
groups/catergories/sets of advertising (Paragraph [1 1]; Figure 1; Figure 1, 'Insertion Order'). 
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Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to add Mason's ads categorized by ad slot/space to Gerace's categorized 
ads and multiple ad slots/spaces/areas per page. One would have been motivated to do this in 
order to better differentiate between different ad spaces on a page. 

5. Claims 4-8, 1 1, 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Gerace 
(5,848,396) in view of do Rosario Botelho(20020069105). 
Claims 4, 5, 6, 16: Gerace discloses the above. Gerace further discloses: 

(e) displaying an advertisement in the predetermined area on a web page; 

(f) shifting to a channel number of a next advertisement in the sequence; 

(g) searching for an advertisement corresponding to the 
shifted chaimel number; and 

(h) displaying the advertisement searched in the predetermined area (see rejection above). 
Gerace does not explicitly disclose that the next advertisement in the sequence can be 

requested by a user. However, Gerace discloses the user requesting different content (col 5, 
lines 27-33; col 1 1, lines 35-41). Gerace further discloses that advertising is a form of content 
(col 2, lines 60-67). And, do Rosario discloses the next advertisement in the sequence can be 
requested by a user (Figure 4; Paragraphs [1 1, 42, 43]; Claim 16). 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to add do Rosario 's user requesting more ads to Gerace's presentation 
of ads in a sequence and the user requesting content/information. One would have been 
motivated to do this in order to allow the user to view more ads of interest. 
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Claims 7, 1 1 : Gerace further discloses linking to a website if a link to the website of the 
advertisement displayed in the predetermined area is requested by the user (col 14, lines 25-35). 

Claim 8: Gerace discloses the above. Gerace further discloses that it is determined that 
the link to the website of the advertisement is requested by the user if the user clicks a number 
of times on an icon in the predetermined area or on the advertisement 
displayed in the predetermined area (cor 14, lines 25-35). Gerace does not explicitly disclose 
that double click can be the command. However, it is obvious that double click can be utilized 
for different input commands. One would be motivated to do this to take advantage of different 
available command options. 

Response to Arguments 

6. Applicant's arguments with respect to the claims have been considered but are not found 
persuasive. 

On page 8 of the Applicant's Remarks dated 1/10/2007, Applicant states: 

"Because Gerace discloses billing a Sponsor for the desired ads that are to be displayed 

for a given user, Gerace is not concerned with determining a sequence for the advertisement 

being displayed or if the sequence of the advertisement being displayed is based on 

predetermined criteria." 

However, Examiners notes that teaching of a preference does not constitute a teaching 

away from the proposed combination under review. See In re Fulton , 391 F.3d 1 195, 1 199- 

1200, 73 USPQ2d 1141, 1146 (Fed. Cir. 2004). 
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And, Examiner notes that while Gerace does disclose discloses billing a Sponsor for the 
desired ads that are to be displayed for a given user, that those features in no way preclude 
Gerace from also disclosing determining a sequence for the advertisement being displayed. 

And, Gerace does disclose determining a sequence for the advertisement being displayed 
(Fig. 5d and below citations): 

"For a given advertisement, Ad Object 33d indicates to which series the 
advertisement belongs. To effectuate this, the Ad Object 33d indicates a 
series ID which references an Ad Series Object 33c. and indicates a series 
sequence (i.e.. the ordering of the ads in a series ). Ad Object 33d also 
includes the starting and ending time for display of the ad each day" (col 12, lines 40-55). 

Hence, Gerace does disclose determining a sequence for the advertisement being 
displayed. 

Examiner further notes that it is the Applicant's claims as stated in the Applicant's claims 
that are being rejected with the prior art. Also, although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re Van 
Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). And, Examiner notes that claims are 
given their broadest reasonable construction. See In re Hyatt, 211 F.3d 1367, 54 USPQ2d 1664 
(Fed. Cir. 2000). 

And, the claims state minimal features of the predetermined criteria. Hence, the 
predetermined criteria are open to interpretation. And, Gerace discloses predetermined criteria 
where the criteria are the sequence that the ad was indicated to run in. Also, the time period for 
the ad, the max number of shows per day are also relevant criteria because, in addition to the 
sequence indicator, the time period and max shows will affect which ad is seen next in a series. 

Hence, Gerace discloses the features of the Applicant's claims. 
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Conclusion 

The following prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

a) Brown (6,601,041): 

"1 . A method of operating a computerized system that targets advertisements 
to users of a communications network, comprising: defining advertising 
campaigns and defining advertisements to be displayed to users of the 
communications network in accordance with the advertising campaigns and 
targeting criteria associated therewith; defining an advertising sequence 
which requires that a series of said advertisements be displayed to a user in a 
sequential order; receiving requests for advertisements from applications 
running on the communications network; in response to a request for an 
advertisement, selecting an advertisement from said advertisements in 
accordance with an advertisement selection process and providing an 
identification of the selected advertisement to the requesting application, 
wherein the advertising selection process selects the advertisement based on a 
prioritized collection of said advertisements; determining whether the 
selected advertisement is part of said advertising sequence; if the selected 
advertisement is part of said advertising sequence, modifying the advertisement 
selection process such that a next advertisement in the advertising sequence is 
selected in response to a next request for an advertisement in connection with 
a same user to which the previously selected advertisement in the advertising 
sequence was provided."; 

b) Haitsuka (6,928,615): 

"22. The method of displaying advertisements to a user of an online service 
using a client application on a local device of claim 20, wherein the 
user-selectable icon includes a cycle-back icon, the cycle-back icon being 
associated with a cycle-back fiinction, in the step of the client application 
detecting the user's selection of a given icon, the client application 
detecting the user's selection of the cycle-back icon, in the step of the 
client application providing the functionality associated with the given icon, 
the client application determining a next prior advertisement which the ad 
display process caused to be displayed, and the ad display process displaying 
the next prior advertisement . 

23. The method of displaying advertisements to a user of an online service 
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using a client application on a local device of claim 20 wherein the 
user-selectable icon includes a cycle-forward icon, the cycle-forward icon 
being associated with a cycle-forward function, in the step of the client 
application detecting the user's selection of a given icon, the client 
application detecting the user's selection of the cycle-forward icon, in the 
step of the client application providing the functionality associated with the 
given icon, the client application determining a next advertisement which the 
ad display process caused to be displayed, if any, and the ad display process 
displaying the next advertisement ,"; 

c) Galomb (2001/0039510): see claims; 

d) Goldhaber (5,794,210); 

e) McElfresh (2003/0149937). 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications fi"om the 
examiner should be directed to Arthur Duran whose telephone number is (571) 272-6718. The 
examiner can normally be reached on Mon- Fri, 8:00-4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Arthur Duran 
Primary Examiner 



1/29/2007 



